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April 29, 2004 



EXTREMELY URGENT AND IMPORTANT 



SENT BY EXPRESS MAIL 



Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313 

Re: Receipt of Documents from USPTO Not Belonging to our Company 
Dear Sir or Madam: 

; In the past week, our office has received 12 Office Actions, 5 Notices of Allowance and 4 Issue 
Notifications for patent applications that are NOT the property of Emerson Electric Co. Under this cover 
letter, I am returning documents for the following patent application numbers: 



Application No. 


Tvoe of Document 


PTO Examiner 


10/389,749 


Office Action 


Saul Rodriguez 


10/440,102 


Office Action 


Savitri Mulpuri 


10/408,256 


Office Action 


Alexander O. Williams 


10/140,111 


Office Action 


Quoc Dinh Hoang 


10/233,432 


Office Action 


Jennifer M. Kennedy 


09/904,908 


Office Action 


Aaron M. Dun woody 


10/147,044 


Office Action 


Bradley J. Van Pelt 


10/615,825 


Office Action 


Melanie Torres 


10/247,523 


Office Action 


Thanh V. Pham 


10/406,442 


Office Action 


Kiran B. Patel 


09/859,805 


Office Action 


David M. Fenstermacher 


10/477,539 


Office Action 


Dung Anh Le 


10/203,213 


Notice of Allowance 


Katherine A. Bareford 


10/156,772 


Notice of Allowance 


Matthew C. Landau 


10/154,822 


Notice of Allowance 


Dung T. Nguyen 


10/446,734 


Notice of Allowance 


Anh K. Phung 


10/66:7*505 


Notice of Allowance 


Son T. Dinh 



I am also in receipt of four Issue Notifications for 10/1 53,525, 10/002,010, 10/238,775 and 
09/875,961. 

A quick review of a few patent applications leads me to believe our customer number has been 
used in place of the customer number for the Miles & Stockbridge law firm of McLean, Virginia. Please 
correct your records as soon as possible so the proper party can begin receiving their documents. 



Patent and Trademark Office 

UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



NOTICE OF ALLOWANCE AND FEE(S) DUE 



EXAMINER 



DINH, SON T 



| ART UNIT | PAPER NUMBER 

2824 

DATE MAILED: 04/21/2004 



LAW DEPARTMENT 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/667,505 09/23/2003 
TITLE OF INVENTION: NONVOLATILE MEMORY 


Kenji Kozakai 


XA-9939 


2576 


APPLN. TYPE 


SMALL ENTITY 


ISSUE FEE 


PUBLICATION FEE 


TOTAL FEE(S) DUE 


DATE DUE 


nonprovisional 


NO 


$1330 


$300 


$1630 


07/21/2004 



THE APPLICATION IDENTIFIED ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
PROSECUTION TH£ MERITS I£ CLOSED . THIS NOTICE OF ALLOWANCE IS NOT A GRANT OF PATENT RIGHTS. 
THIS APPLICATION IS SUBJECT TO WITHDRAWAL FROM ISSUE AT THE INITIATIVE OF THE OFFICE OR UPON 
PETITION BY THE APPLICANT. SEE 37 CFR 1.313 AND MPEP 1308. 

THE ISSUE FEE AND PUBLICATION FEE (IF REQUIRED) MUST BE PAID WITHIN THREE MONTHS FROM THE 
MAILING DATE OF THIS NOTICE OR THIS APPLICATION SHALL BE REGARDED AS ABANDONED. THIS 
STATUTORY PERIOD CANNOT BE EXTENDED . SEE 35 U.S.C. 151. THE ISSUE FEE DUE INDICATED ABOVE 
REFLECTS A CREDIT FOR ANY PREVIOUSLY PAID ISSUE FEE APPLIED IN THIS APPLICATION. THE PTOL-85B (OR 
AN EQUIVALENT) MUST BE RETURNED WITHIN THIS PERIOD EVEN IF NO FEE IS DUE OR THE APPLICATION WILL 
BE REGARDED AS ABANDONED. 

HOW TO REPLY TO THIS NOTICE: 

I. Review the SMALL ENTITY status shown above. 

If the SMALL ENTITY is shown as YES, verify your current 
SMALL ENTITY status: 

A. If the status is the same, pay the TOTAL FEE(S) DUE shown 
above. 

B. If the status is changed, pay the PUBLICATION FEE (if 
required) and twice the amount of the ISSUE FEE shown above 
and notify the United States Patent and Trademark Office of the 
change in status, or 



II. PART B - FEE(S) TRANSMITTAL should be completed and returned to the United States Patent and Trademark Office (USPTO) with 
your ISSUE FEE and PUBLICATION FEE (if required). Even if the fee(s) have already been paid, Part B - Fee(s) Transmittal should be 
completed and returned. If you are charging the fee(s) to your deposit account, section "4b" of Part B - Fee(s) Transmittal should be 
completed and an extra copy of the form should be submitted. 

III. All communications regarding this application must give the application number. Please direct all communications prior to issuance to 
Mail Stop ISSUE FEE unless advised to the contrary. 

IMPORTANT REMINDER: Utility patents issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. It is patentee's responsibility to ensure timely payment of maintenance fees when due. 

Page 1 of 3 




000118 7590 04/21/2004 

EMERSON ELECTRIC CO 
PATENT DEPARTMENT STATION 2826 
8000 WEST FLORISSANT 

ST. LOUIS, MO 63136 ^p^ ^ g ^qq^ 



RECEIVED 



If the SMALL ENTITY is shown as NO: 

A. Pay TOTAL FEE(S) DUE shown above, or 

B. If applicant claimed SMALL ENTITY status before, or is now 
claiming SMALL ENTITY status, check the box below and enclose 

1 the PUBLICATION FEE and 1/2 the ISSUE FEE shown above. 

□ Applicant claims SMALL ENTITY status. 
See 37 CFR 1.27. 



PTOL-85 (Rev. 1 1/03) Approved for use through 04/30/2004. 



Complete a 




PART B - FEE(S) TRANSMITTAL 



ether with applicable fee(s), to: Mail 



or Fax 



Mail Stop ISSUE FEE 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
(703) 746-4000 



INSTRUCTIONS: ^Sjg^fiptm shpy{|M€ used for transmitting the ISSUE FEE and PUBLICATION FEE (if required). Blocks 1 through 4 should be completed where 
appropriate. All furtheN &jrI&ta fletfce including the Patent, advance orders and notification of maintenance fees will be mailed to the current correspondence address as 
indicated unless corrected below 3r directed otherwise in Block I, by (a) specifying a new correspondence address; and/or (b) indicating a separate "FEE ADDRESS" for 
maintenance fee notifications. 



CURRENT CORRESPONDENCE ADDRESS (Note: Legibly maric-up with any corrections or use Block I ) 



0001 18 



7590 



04/21/2004 



EMERSON ELECTRIC CO 
PATENT DEPARTMENT STATION 2826 
8000 WEST FLORISSANT 
ST. LOUIS, MO 63136 



Note: A certificate of mailing can only be used for domestic mailings of the 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 

Eapers. Each additional paper, such as an assignment or formal drawing, must 
ave its own certificate of mailing or transmission. 

Certificate of Mailing or Transmission 

I hereby certify that this Fee(s) Transmittal is being deposited with the United 
States Postal Service with sufficient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE FEE address above, or being facsimile 
transmitted to the USPTO, on the date indicated below. 



(Depositor's name) 



(Signature) 



(Date) 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/667,505 09/23/2003 
TITLE OF INVENTION: NONVOLATILE MEMORY 



Kenji Kozakai 



XA-9939 



2576 



APPLN. TYPE 



SMALL ENTITY 



ISSUE FEE 



PUBLICATION FEE 



TOTAL FEE(S) DUE 



DATE DUE 



nonprovisional 



NO 



$1330 



$300 



$1630 



07/21/2004 



EXAMINER 



ART UNIT 



CLASS-SUBCLASS 



DINH, SON T 



2824 



365-185090 



1 . Change of correspondence address or indication of "Fee Address" (37 
CFR 1.363). 

□ Change of correspondence address (or Change of Correspondence 
- Address form PTO/SB/ 1 22) attached. 

□ "Fee Address" indication (or "Fee Address" Indication form 
PTO/SB/47; Rev 03-02 or more recent) attached. Use of a Customer 
Number is required. 



2. For printing on the patent front page, list (1) the 
names of up to 3 registered patent attorneys or 
agents OR, alternatively, (2) the name of a single 
firm (having as a member a registered attorney or 
agent) and the names of up to 2 registered patent 
attorneys or agents. If no name is listed, no name 
will be printed. 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT (print or type) 

PLEASE NOTE: Unless an assignee is identified below, no assignee data will appear on the patent. Inclusion of assignee data is only appropriate when an assignment has 
been previously submitted to the USPTO or is being submitted under separate cover. Completion of this form is NOT a substitute for filing an assignment. 



(A) NAME OF ASSIGNEE 



(B) RESIDENCE: (CITY and STATE OR COUNTRY) 



Please check the appropriate assignee category or categories (will not be printed on the patent); t U individual □ corporation or other private group entity □ government 



4a. The following fee(s) are enclosed: 


: : i-i ' fc - r r p ---r- j -p — — 

4b. Payment of Fee(s): 


□ Issue Fee 


□ A check in the amount of the fee(s) is enclosed. 


□ Publication Fee 


□ Payment by credit card. Form PTO-2038 is attached. 


□ Advance Order - # of Copies 


□ The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to 
Deposit Accdunt NumbeV (enclose an extra copy of this form). 


Director for Patents is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to the application identified above. 



(Authorized Signature) (Date) 



NOTE; The Issue Fee and Publication Fee (if required) will not be accepted from anyone 
other than the applicant; a registered attorney or agent; or the assignee or other party in 
interest as shown by the records of the United States Patent and Trademark Office. 

This collection of information is reauired by 37 CFR 1.31 1. The information is required to 
obtain or retain a benefit by the public which is to file (and by the USPTO to process) an 
application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is 
estimated to take 12 minutes to complete, including gathering, preparing, and submitting the 
completed application form to the USPTO. Time will vary depending upon the individual 
case. Any comments on the amount of time you require to complete this form and/or 
suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. 
Patent and Trademark Office, U.S. Department of Commerce, Alexandria, Virginia 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. 
SEND TO: Commissioner for Patents, Alexandria, Virginia 22313-1450. 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a 
collection of information unless it displays a valid OMB control number. 



TRANSMIT THIS FORM WITH FEE(S) 

PTOL-85 (Rev. 1 1/03) Approved for use through 04/30/2004. OMB 065 1-0033 U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 




ent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/667,505 



09/23/2003 



000118 7590 04/21/2004 

EMERSON ELECTRIC CO 
PATENT DEPARTMENT STATION 2826 
8000 WEST FLORISSANT 
ST. LOUIS, MO 63136 



Kenji Kozakai 



XA-9939 



2576 



EXAMINER 



DINH, SON T 



ART UNIT 



PAPER NUMBER 



2824 

DATE MAILED: 04/21/2004 



Determination of Patent Term Adjustment under 35 U.S.C. 154 (b) 

(application filed on or after May 29, 2000) 

The Patent Term Adjustment to date is 0 day(s). If the issue fee is paid on the date that is three months after the 
mailing date of this notice and the patent issues on the Tuesday before the date that is 28 weeks (six and a half 
months) after the mailing date of this notice, the Patent Term Adjustment will be 0 day(s). 

If a Continued Prosecution Application (CPA) was filed in the above-identified application, the filing date that 
determines Patent Term Adjustment is the filing date of the most recent CPA. 

Applicant will be able to obtain more detailed information by accessing the Patent Application Information Retrieval 
(PAIR) system (http://pair.uspto.gov). 

Any questions regarding the Patent Term Extension or Adjustment determination should be directed to the Office of 
Patent Legal Administration at (703) 305-1383. Questions relating to issue and publication fee payments should be 
directed to the Customer Service Center of the Office of Patent Publication at (703) 305-8283. 



PTOL-85 (Rev. 1 1/03) Approved for use through 04/30/2004. 
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1 APR 3 fl Jau w 


\ At* 


i 1 *— i , 

\ 

Nott^BEf^fowability 


Application No. 

10/667,505 


Applicant(s) 

KOZAKAI ETAL 


Examiner 

son t dinh 


Art Unit 

2824 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address-- 

All claims being allowable, PROSECUTION ON THE MERITS IS (OR REMAINS) CLOSED in this application. If not included 
herewith (or previously mailed), a Notice of Allowance (PTOL-85) or other appropriate communication will be mailed in due course. THIS 
NOTICE OF ALLOWABILITY IS NOT A GRANT OF PATENT RIGHTS. This application is subject to withdrawal from issue at the initiative 
of the Office or upon petition by the applicant. See 37 CFR 1.313 and MPEP 1308. 

1 . □ This communication is responsive to . 

2. 13 The allowed claim(s) is/are 1-14 . 

3. S The drawings filed on 23 September 2003 are accepted by the Examiner. 

4. £3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a) IS All b) □ Some* c) □ None of the: 

1 . M Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this national stage application from the 

International Bureau (PCT Rule 17.2(a)). 
* Certified copies not received: . 

Applicant has THREE MONTHS FROM THE "MAILING DATE" of this communication to file a reply complying with the requirements 
noted below. Failure to timely comply will result in ABANDONMENT of this application. 
THIS THREE-MONTH PERIOD IS NOT EXTENDABLE 

5. □ A SUBSTITUTE OATH OR DECLARATION must be submitted. Note the attached EXAMINER'S AMENDMENT or NOTICE OF 

INFORMAL PATENT APPLICATION (PTO-152) which gives reason(s) why the oath or declaration is deficient. 

6. □ CORRECTED DRAWINGS ( as "replacement sheets") must be submitted. 

(a) □ including changes required by the Notice of Draftsperson's Patent Drawing Review ( PTO-948) attached 

1 ) □ hereto or 2) □ to Paper No./Mail Date . 

(b) □ including changes required by the attached Examiner's Amendment / Comment or in the Office action of 

Paper No./Mail Date . 

Identifying indicia such as the application number (see 37 CFR 1.84(c)) should be written on the drawings in the front (not the back) of 
each sheet. Replacement sheet(s) should be labeled as such in the header according to 37 CFR 1.121(d). 

7. □ DEPOSIT OF and/or INFORMATION about the deposit of BIOLOGICAL MATERIAL must be submitted. Note the 

attached Examiner's comment regarding REQUIREMENT FOR THE DEPOSIT OF BIOLOGICAL MATERIAL. 



Attachment(s) 

1. Notice of References Cited (PTO-892) 

2. □ Notice of Draftperson's Patent Drawing Review (PTO-948) 

3. □ Information Disclosure Statements (PTO-1449 or PTO/SB/08), 

Paper No./Mail Date 

4. □ Examiner's Comment Regarding Requirement for Deposit 

of Biological Material 



5. □ Notice of Informal Patent Application (PTO-152) 

6. □ Interview Summary (PTO-41 3), 

Paper No./Mail Date . 

7. |3 Examiner's Amendment/Comment 

8. S Examiner's Statement of Reasons for Allowance 

9. E>3 Other east search history . 



U.S. Patent and Trademark Office 

PTOL-37 (Rev. 1-04) 



Notice of Allowability 



Part of Paper No./Mail Date 2004041 



Hi 





- « n onnt 


\ — m m 

Notic^fj§^^ences Cited 


Application/Control No. 
10/667,505 


Applicant(s)/Patent Under 
Reexamination 
KOZAKAI ET AL 


Examiner 
son t dinh 


Art Unit 
2824 
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U.S. PATENT DOCUMENTS 



* 




Hnri imAnt M I imhfir 

Country Code-Number-Kind Code 


Date 
MM-YYYY 


Name 


Classification 




A 


US-5,469,39Q 


11-1995 


Sasaki et al. 


365/200 




B 


US-5,754,567 


05-1998 


Norman, Robert D. 


714/773 




C 


US-6,373,748 


04-2002 


Ikehashi et al. 


365/185.22 




D 


US-6,678,7^8 


01-2004 


O'Connell, Mark Andrew 


711/114 




E 


US- 










F 


US- 










G 


US- 










H 


US- 










I 


US- 










J 


US- 










K 


US- 










L 


US- 










M 


US- 









FOREIGN PATENT DOCUMENTS 



* 




Document Number 
Country Code-Nurnber-Kind Code 


Date 
MM-YYYY 


Country 


Name 


Classification 




N 














O 














P 














Q 














R 














S 














T 













NON-PATENT DOCUMENTS 



Include as applicable: Author, Title Date, Publisher, Edition or Volume, Pertinent Pages) 



V 



W 




*A copy of this reference is not being furnished with this Office action. (See MPEP § 707.05(a).) 
Dates in MM-YYYY format are publication dates. Classifications may be US or foreign. 



U.S. Patent and Trademark Office 

PTO-892 (Rev. 01-2001) 



Notice of References Cited 



Part of Paper No. 20040414 



V 

Application/Control Number: 10/667,505 Page 2 

Art Unit: 2824 

EXAMINER'S AMENDMENT 

An examiner's amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 
The application has been amended as follows: 

-In the abstract, from line16-23, -- "wherein first address in a time series" 

has been deleted--. (Note that the abstract is too long). 

REASONS FOR ALLOWANCES 
The following is an examiner's statement of reasons for allowance: 
The prior art of record fail to teach or suggest a nonvolatile memory device 
comprising a plurality of memory array including a plurality of nonvolatile memory cells, 
the nonvolatile memory device performing writing and erasing in a prescribed units, a 
replacing function to replace a group of memory cell including a defective memory cells 
which are incapable of normal writing and erasing, a number of rewrites averaging 
function to grasp the number of data rewrites in each group of memory cells and to 
perform replacement of memory cell groups such that no substantial difference in the 
number of rewrites among a plurality of memory cell groups, an error correction function 
to detect and correct any error in data stored in the memory array, wherein first address 



Application/Control Number: 10/667,505 Page 3 

Art Unit: 2824 

translation information deriving from the replacing function and second address 
translation information deriving from the numbers of rewrites averaging function are 
stored in respectively prescribes areas in the memory array. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Son Dinh whose telephone number is 571-272-1868. 
The examiner can normally be reached on 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Elms can be reached on 703-308-2816. The fax phone number for 
the organization where this application or proceeding is assigned is 571-272-1869. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



*** 



Application/Control Number: 10/667,505 
Art Unit: 2824 



Number 


Hits 


Search Text 


DB 


Time stamp 
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REVISED AMENDMENT PRACTICE: 37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY - Effective Date: July 30, 2003 



All amendments filed on or after the effective date noted above must comply with revised 37 CFR 1.121. See Final 
Rule: Changes To Implement Electronic Maintenance of Official Patent Application Records (68 Fed. Reg. 
3861 1 (June 30, 2003), posted on the Office's website at: http://www.usDto.gov/we b/Datents/ifw/ 
with related information. The amendment practice set forth in revised 37 CFR 1.121, and described below, replaces 
the voluntary revised amendment format available to applicants since February 2003. NOTE: STRICT 
COMPLIANCE WITH THE REVISED 37 CFR 1.121 IS REQUIRED AS OF THE EFFECTIVE DATE (July 
30, 2003). The Office will notify applicants of amendments that are not accepted because they do not comply with 
revised 37 CFR 1.121 viaaNotice of Non-Compliant Amendment. See MPEP 714.03 (Rev. 1, Feb. 2003). The non- 
compliant section(s) will have to be corrected and the entire corrected section(s) resubmitted within a set period. 

Bold underlined italic font has been used below to highlight the m aior differences between the revised 3 7 CFR 

1. 1 21 and the voluntary revised amendment format that applicants cou ld use since February. 2003. 

Note: The amendment practice for reissues and reexamination proceedings, except for drawings, has not changed. 

REVISED AMENDMENT PRACTICE 

I. Begin each section of an amendment document on a separate sheet: 

Each section of an amendment document (e.g., Specification Amendments, Claim Amendments, Drawing 
Amendments, and Remarks) must begin on a separate sheet. Starting each separate section on a new page will 
facilitate the process of separately indexing and scanning each section of an amendment document for placement in an 
image file wrapper. 

II. Two versions of amended partis^ no longer required: 

37 CFR 1.121 has been revised to no longer require two versions (a clean version and a marked up version) of 
each replacement paragraph or section, or amended claim. Note, however, the requirements for a clean 
version and a marked up version for substitute specifications under 37 CFR 1.125 have been retained. 

Al Amendments to the claims: . ... 

Each amendment document that includes a change to an existing claim, cancellation of a claim or submission or a new 
claim must include a complete listing of all claims in the application. After each claim number in the listing, the 
status must be indicated in a parenthetical expression, and the text of each pending claim (with markings to show 
current changes) must be presented. The claims in the listing will replace all prior claims in the application. 

( 1 ) The current status of all of the claims in the application, including any previously canceled, not entered or 
withdrawn claims, must be given in a parenthetical expression following the claim number using only one of 
the following seven status identifiers: (original), (currently amended), (canceled), (withdrawn), (new), 
(previously presented} and (not entered). The text of all pending claims, including withdrawn claims, must 
be submitted each time any claim is amended. Canceled and not entered claims must be indicated by only 
the claim number and status, without presenting the text of the claims. 

(2) The text of all claims h P .in P currently amended must be presented in the claim listing with markings to indicate 
the changes that have been made relative to the immediate prior version. The changes in any amended claim 
must be shown by underlining (for added matter) or strikethrough (for deleted matter) with 2 exceptions: (1 ) 
for deletion of five characters or fewer, double brack ets mav be used (e.g., f/eroorfl); and (2) if 
striketltrough cannot he. easily perceived (e.g.. deletio n of the number "4" or certain punctuation marks), 
double brackets must he. used (e.g.. 11 4 11). As an alternative to using double brackets, however, extra 
portions of text mav he included before and after te x t being deleted, all in strikethrough, followed by 
including and underlining the extra text with the desired change (e.g., number 4 as number 14 as ). An 
accompanying clean version is not required and should not be presented. Only claims of the status ' currently 
amended " and "withdrawn" that are being amended, may include markings. 

(3) The text of pending claims not being currently amended, including withdrawn claims, must be presented in 
the claim listing in clean version, i.e., without any markings. Any claim text presented in clean version will 
constitute an assertion that it has not been changed relative to the immediate prior version except to omit 
markings that may have been present in the immediate prior version of the claims. 
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(4) A claim being canceled must be listed in the claim listing with the status identifier "canceled"; the text of the 
claim must not be presented. Providing an instruction to cancel is optional. 

(5) Any claims added by amendment must be presented in the claim listing with the status identifier "(new)"; the 
text of the claim must not be underlined. 

(6) All of the claims in the claim listing must be presented in ascending numerical order. Consecutive canceled, 
or not entered, claims may be aggregated. into one statement (e.g., Claims 1 - 5 (canceled)). 

Example of listing of claims (use of the word "claim" before the claim number is optional): 

Claims 1-5 (canceled) 

Claim 6 (previously presented): A bucket with a handle. 

Claim 7 (withdrawn): A handle comprising an elongated wire. 

Claim 8 (withdrawn): The handle of claim 7 further comprising a plastic grip. 

Claim 9 (currently amended): A bucket with a gfeen blue handle. 

Claim 10 (original): The bucket of claim 9 wherein the handle is made of wood. 

Claim 1 1 (canceled) 

Claim 12 (not entered) 

Claim 1 3 (new): A bucket with plastic sides and bottom. 



B) Amendments to the specification: 

Amendments to the specification, including the abstract, must be made by presenting a replacement paragraph or 
section or abstract marked up to show changes made relative to the immediate prior version. An accompanying clean 
version is not required and should not be presented. Newly added paragraphs or sections, including a new abstract 
(instead of a replacement abstract), must not be underlined. A replacement or new abstract must be submitted on a 
separate sheet, 37 CFR 1.72. If a substitute specification is being submitted to incorporate extensive amendments, 
both a clean version (which will be entered) and a marked up version must be submitted as per 37 CFR 1 .125. 

The changes in any replacement paragraph or section, or substitute specification must be shown by underlining (for 
added matter) or strikethrough (for deleted matter) with 2 exceptions: ( 1 ) for deletion of five characters or fewer, 
double brackets may be used (e.g.. Ueroorll); and (2) if strikethrou eh cannot be easily perceived (e.g., deletion of 
the number "4" or certain punctuation marks), double brackets must be used (e.g.. H41II As an alternative to 
using double brackets, however, extra portions of text may be included bef ore and after text being deleted, all in 
strikethrouglu followed by including and underlining the extra text with the de sired change (e.g., number i as 
number 14 as) 

C) Amendments to drawing figures: 

Drawing changes must be made by presenting replacement figures which incorporate the desired changes and which 
comply with 37 CFR 1 .84. An explanation of the changes made must be presented either in the drawing amendments, 
or remarks, section of the amendment, and may be accompanied by a mark ed-up copy of one o r more of the figures 
being amended, with annotations. Any replacement drawing sheet must be identified in the top margin as 
"Replacement Sheer and include alf of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended. Any marked-up (annotated) copy showing changes must be labeled 
"Annotated Marked-up Drawings" and accompany the replaceme nt sheet in the amendment (e.g., as an appendix). 
The figure or figure number of the amended drawing(s) must not be labeled as "amended." If the changes to the 
drawing figure(s) are not accepted by the examiner, applicant will be notified of any required corrective action m the 
next Office action. No further drawing submission will be required, unless applicant is notified. 

Questions regarding the submission of amendments pursuant to the revised practice set forth in this flyer should be 
directed to: Elizabeth Dougherty or Gena Jones, Legal Advisors, or Joe Narcavage, Senior Special Projects Examiner, 
Office of Patent Legal Administration, by e-mail to patentpractice@uspto.gov or by phone at (703) 305-1 6 1 6. 
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The United States Patent and Trademark Office 
has changed certain mailing addresses! 

Effective May 1,2003 

Use the address provided in this flyer after May 1, 2003 for any ™* me 

Unrted States Patent and Trademark Office (USPTO) in patent-related matters to 
organizations reporting to the Commissioner for Patents. 

nn MOT USE the Washington DC 20231 and P.O. Box 2327 Ariington, VA 22202 addresses 
aZ^lTim^^spon^e with the USPTO even if these old fosses are 
tJ^\^ac^ m pU\ng Office action or Notice or in any other act,on, not.ce. matenal, 
form, instruction or other information. 

Correspondence in patent-related matters to organizations reporting to the Commissioner 
for Patents must now be addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 





Special Mail Stop designations to replace Special Box designations 

"Mail Stop 4"). 

S USP?Q's web site athtjpj^ US pto.ao>r^h^enu/current.htm>#req. S ter 

a i -*s«« n t cn^rific USPTO mailing addresses (See Patents - specific) will be available 

Persons filinq correspondence with the Office should check the rules of practice, the . Qffijig 
S He Office's internet Web site (www^to^ov) to determ.ne the annate address 
Si Stop Designation (if applicable) for all correspondence be.ng deLvered to the USPTO 
via the United States Postal Service (USPS). 

Questions regarding the content of this flyer should be directed to the Inventor Assistance 
Center at (703) 308-4357 or toll-free at 1-800-786-9199. 



NOTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES OF CITED U.S. PATENT 
REFERENCES WITH OFFICE ACTIONS, AND PILOT TO EVALUATE THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U.S. PATENT 

REFERENCES 



Summary 

The United States Patent and Trademark Office (Office or USPTO) plans in the near future to: 

(1) cease mailing copies of U.S. patents and U.S. patent application publications (US patent 
references) with Office actions except for citations made during the international stage of an 
international application under the Patent Cooperation Treaty and those made during 
reexamination proceedings; and (2) provide electronic access to, with convenient downloading 
capability of, the US patent references cited in an Office action via the Office' s private Patent 
Application ^formation Retrieval (PAIR) system which has a new feature called "E-Patent 
Reference." Before ceasing to provide copies Of U.S. patent references with Office actions, the 
Office shall testthe feasibility of the E-Patent Reference feature by conducting a two-month pilot 
project starnhgwith Office actions mailed after- December 1, 2003. The Officeshall evaluate the 
pilot project aid pubfi^h tffe rtsmte in a notice which will be postedon the Office's web'site 
rwww.USPTO.fe6vl and'in the Patent Official Gazette (O.G.). In order to use the new E-Patent 
Reference feature during the pilot period, or when the Office ceases to send copies of U.S. patent 
references with Office actions, the applicant must: (1) obtain a digital certificate^om the Qffice; 

(2) obtain a customer number from the Office, and (3) properly associate applications with the 
customer number. The pilot project does not involve or affect the current Officepractice of 
supplying paper copies of foreign patent documents and non-patent hterature with Office actions. 
Paper copies of references will continue to be provided by the USPTO for searches and written 
opinions prepared by the USPTO for international applications during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

On December 1, 2003, the Office will make available a new feature, E-Patent Reference, in the 
Office's private PAIR system, to allow more convenient downloading of U.S. patents and U.S. 
patent application publications. The new feature will allow an authorized user of private PAIR 
to download some or all of the U.S. patents and U.S. patent application publications cited by an 
examiner on form PTO-892 in Office actions, as well as U.S. patents arid U.S. patent application 
publications submitted by applicants on form PTO/SB08 (1449) as part of an IDS. The retrieval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format (.pdf) files, which is an improvement over the 
current page-by-page retrieval capability from other USPTO systems. 



Steps to Use the New E-Patent Reference Feature During the Pilot Project and 
Thereafter 

Access to private PAIR is required to utilize E-Patent Reference. If you don't already have 
access to private PAIR, the Office urges practitioners, and applicants not represented by a 
practitioner, to take advantage of the transition period to obtain a no-cost USPTO Public Key 
Infrastructure (PKI) digital certificate, obtain a USPTO customer number, associate all of their 
pending and new application filings with their customer number, install no-cost software 
(supplied by the Office) required to access private PAIR and E-Patertt Reference feature, and 
make appropriate arrangements for Internet access. The full instructions for obtaining a PKI / 
digital certificate are availablp at the Office's Electronic Business Center (EBC) web page at: 
<http://www.uspto.gov/ebc/downloads.html>. Note that a notarized signature will be required to 
obtain a digital certificate. 

To get a Customer Number, download and complete the Customer Number Request form, PTO- 
SES, at: http://wvm.uspto.gov/web/forms/sb6l25.pdf The cdn^leted form can then be 
transmitted by faQsimle to the Electronic Business Center at (703) 3084B40, or mailed to the 
address on the form. If ypu are a registered attorney or patent age% theii^your registration 
number niust be associated with your customer number. This is a^mplished by ^ding your 
registrationmumber to the Customer Number Request form. A description of associating a 
customer number with an application is described at the EBC web page at: 
http://w^.uspto.gov/ebc/registration j)air.html . 

The E^Patent Reference feature will be accessed using a new button on the, private PAIR screen. 
Ordinarily all of the cited U.S., patent aiid U.S. patent application publication references will be 
available oyer the Internet using the Office's new E-Patent Reference feature. The size of the 
references to be downloaded will be displayed by E-Patent Reference so the download time can 
be estimated. Applicants and registered practitioners can select to download all of the references 
or any combination of cited references. Selected references will be downloaded as complete 
documents as Adobe Portable Document Format (.pdf) files. For a limited period of time, the 
USPTO will include a copy of this notice with Office actions to encourage applicants to use this 
new feature and, if needed, to take the steps outlined above in order to be able to utilize this new 
feature during the pilot and thereafter. 

During the two-month pilot, the Office will evaluate the stability and capacity of the E-Patent 
Reference feature to reliably provide electronic access to cited U.S. patent and U.S. patent 
application publication references. While copies of U.S. patent and U.S. patent application 
publication references cited by examiners will continue to be mailed with Office actions during 
the pilot project, applicants are encouraged to use the private PAIR and the E-Patent Reference 
feature to electronically access and download cited U.S. patent and U.S. patent application 
publication references so the Office will be able to objectively evaluate its performance. The 
public is encouraged to submit comments to the Office on the usability and performance of the 
E-Patent Reference feature during the pilot. Further, during the pilot period registered 
practitioners, and applicants not represented by a practitioner, are encouraged to experiment with 
the feature, develop a proficiency in using the feature, and establish new internal processes for 
using the new access to the cited U.S. patents and U.S. patent application publications to prepare 
for the anticipated cessation of the current Office practice of supplying copies of such cited 



references. The Office plans to continue to provide access to the E-Patent Reference feature 
during its evaluation of the pilot. 

Comments 

Comments concerning the E-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (EBC) at the USPTO by electronic mail at eReference@usnto.gov or 
by facsimile to (703) 308-2840. Comments will be posted and made available for public 
inspection. To ensure that comments are considered in the evaluation of the pilot project, 
comments should be submitted in writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the Technology Centers' 
customer service centers. Comments concerning digital certificates, customer numbers, and 
associating customer numbers with applications should be sent to the Electronic Business Center 
(EBC) at the USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@us5pto.gov. 

Implementation after Pilot 

After the pilot, its evaluation, and publication of a subsequent notice as indicated above, the 
Office expects to implement its plan to cease mailing paper copies of U.S. patent references cited 
during examination of non provisional applications on or after February 2, 2004; although copies 
of cited foreign patent documents, as well as non-patent literature, will still be mailed to the 
applicant until such time as substantially all applications have been scanned into IFW. 

For Further Information Contact 

Technical information on the operation of the IFW system can be found on the USPTO website 
at http://ww.vispto.gov/web/patents/ifw/index.html. Comments concerning the E-Patent 
Reference feature and questions concerning the operation of the PAIR system should be directed 
to the EBC at the USPTO at (866) 217-9197. The EBC may also be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov. 

Date; > l{cdAAl £ ^di^j 

Nicholas P. Godici 
Commissioner for Patents 
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